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DRAFT EPO GUIDELINES - EARLY ELECTION OF MATTER TO BE SEARCHED - EARLY SEARCH
RESPONSES

The EPO has issued draft guidelines concerning the amended rules that will apply to all European
applications for which the EPO search report or supplementary search report is drawn up on or after 1 April
2010, and to Euro-PCT applications for which an invitation to amend the application under Rule 161 EPC is
issued on or after 1 April 2010. The draft guidelines are available at:
http://www.epo.org/patents/law/legal-texts/quidelines-2010.html
(see Part A, Chapter VII, Section 7; Part B, Chapter VIIl, Sections 3, 4, 5; Part B, Chapter XIl, Sections 1, 2,
9; Part C, Chapter Ill, Section 3.3, Part C, Chapter VI, Section 3.5; Part C, Chapter VI, Sections 5.6, 5.7)
The amended rules can be seen at:
http://www.epo.org/patents/law/legal-texts/decisions/archive/20090325a.html
A related notice can be found at:
http://www.epo.org/patents/law/legal-texts/journal/informationEPO/archive/20091015.html

The main effects of the amended rules are to require early election of what is to be searched and to require
responses to Search Opinions. This may present an opportunity for applicants to prosecute European
applications more efficiently and economically. It may present a challenge to applicants in that they may need
to make early decisions about their applications.

The draft guidelines set out the different effects the amended rules will have on procedures for direct
European applications (i.e. European applications not based on PCT applications) and Euro-PCT
applications. The effects on Euro-PCT applications depend on whether the EPO was the International Search
Authority (ISA)/International Preliminary Examination Authority (IPEA). The accompanying diagrams outline
the procedures, up to the first examination report, which will apply to (1) Direct European applications, (2)
Euro-PCT applications for which the EPO was not ISA/IPEA and (3) Euro-PCT applications for which the EPO
was ISA/IPEA.

(A) New Rule 62a may represent the most significant change. The EPO can require the applicant, when
multiple independent claims in one category are present, to elect only one of those claims for search*. Other
independent claims in the category will not be searched. (Claims dependent on the elected independent claim
will be searched, at least in connection with the elected independent claim.)

(B) Amended Rule 63 EPC may offer an opportunity for applicants to obtain a useful search report, rather
than a negative declaration that no search, or only a partial search, is possible. Amended Rule 63 provides
the applicant with an opportunity to identify matter to be searched before a negative declaration is issued.

(C) Amended Rule 64 EPC makes no significant change to procedures in relation to issues of non-unity of
invention. For direct European applications the period for requesting additional searches will be two months
instead of the present one month term.

The draft guidelines indicate that amended Rules 62a, 63 and 64 may be applied by the EPO in any
combination.

New Rule 70(a) EPC and amended Rule 161 EPC make responses to Search Opinions compulsory. For
many applicants, compulsory responses to Search Opinions likely will not present a challenge. Many
applicants already respond to Search Opinions voluntarily.

[*The presence of multiple independent claim in one category is not always objectionable, though non-
objectionable exceptions are restricted. Under Rule 43(2) EPC “a European patent application may contain
more than one independent claim in the same category (product, process, apparatus or use) only if the
subject-matter of the application involves one of the following: (a) a plurality of interrelated products, (b)
different uses of a product or apparatus, (c) alternative solutions to a particular problem, where it is
inappropriate to cover these alternatives by a single claim”.]
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Search Report Published - Starts time limit for response to Search Opinion — Rule 70a (and for
payment of Examination fee and Designation fee — Rule 70)
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Time Limit for response to Search Opinion and payment of Examination fee and Designation
fee — 6 Months from publication of Search Report - Rule 70(1), 70a(1)

If no response to Search Opinion filed (or Examination and Designation fees not paid) within 6 months
the application will be deemed withdrawn
Response can then be “late” filed (and Examination and Designation fees “late" paid) using “Further
Processing” extensions (Article 121, Rule 135) of ca. 3 months: fees payable

- Search Opinion will normally request removal of any unsearched claims/subject-matter and/or
restriction to one invention which has been searched, but
- Objections (A), (B) and (C) can be challenged in the response to the Search Opinion - if challenge
successful, additional searches will be carried out at no cost (or additional search fees paid will be
refunded) — restriction or claim removal will then not be required
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Exam
Phase

Payment of Examination fee and Designation fee starts Examination Phase (provided response
to Search Opinion has been filed)

- If objections (A}, (B) and (C) not challenged in the response to the Search Opinion, or challenge
considered unsuccessful by EPO Examiner, the first examination report will require removal of any
unsearched claims/subject-matter and/or restriction of the application to one invention which has been
searched

- Objections (A), (B) and (C) can again be challenged in the response to the first examination report

(First examination report may start 24 month term for filing “voluntary” divisional applications)
(Mon-unity objection in first examination report starts 24 month term for filing “mandatory” divisional
applications)




(2) Euro-PCT - Entry of PCT application into European Regional Phase
(EPO was not ISA and/or IPEA — EPO provides Supplementary European
Search )
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(3) Euro-PCT — Entry of PCT application into European Regional Phase
(EPO was ISA/IPEA - EPO provided Written Opinion with International
Search — may also have provided International Preliminary Examination
Report)
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Invitation to respond to International Search Written Opinion and/or International Preliminary
Examination Report - Rule 161(1)
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Time Limit for response — 1 Month (“Further Processing” extension possible: fee payable)
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Entry

Response may not be required if:-
Phase

- the International Search Written Opinion or International Preliminary Examination Report (IPER)
prepared by the EPO was positive
- amendments and/or comments are filed upon entry into the European regional phase and the
applicant indicates on entry that these amendments and/or comments are to form the basis for further
prosecution
- amendments were filed according to Art. 19 and/or 34 PCT in the international phase (and the EPO
did not prepare an IPER) and the applicant indicates on entry into the European regional phase that
these amendments are to form the basis for further prosecution

In the above cases an Invitation under Rule 161(1) will still be issued and amendments/observations
may be filed in response, but this is not required

In other cases, response is required. If no response is filed the application will be deemed withdrawn.
Response can then be “late” filed using "Further Processing” extension: fee payable

(N.B. Amendments filed under Art. 19 or 34 PCT which are taken into consideration in the drawing up

of an IPER by the EPO acting as IPEA are not considered to constitute a response to the IPER. In
these cases, the applicant is required to respond to the Rule 161(1) invitation)
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Issue of First Examination Report

- First examination report will be based on any response to the Rule 161(1) invitation, including any
amendments filed in the response (or, where a response is not required and no voluntary response

made, the form of the application indicated by the applicant to be the basis for further prosecution).
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Phase Objections to (A) multiple independent claims in the same category, (B) any claimed subject-matter
considered unsearchable, (C) non-unity of invention may be raised in the first examination report,

The first examination report will normally require removal of any unsearched claims and/or inventions.

- Objections (A), (B) and (C) can be challenged in the response to the first examination report

(First examination report may start 24 month term for filing “voluntary” divisional applications)
v (Non-unity objection in first examination report starts 24 month term for filing “mandatory” divisional
applications)
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Phase subsequent procedure - Rule 161(2)
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Supplementary Search Report and Search Opinion issued - relating only to the claims/subject-
matter/inventions searched
Issue of invitation to indicate that the application is to proceed further - Starts time limit for
response to Search Opinion — Rule 70(2)
Time Limit for response to Search Opinion and “proceed further” invitation = 6 Months from
issue of “proceed further” invitation — Rule 70a(2)
If no response to Search Opinion or “proceed further” invitation filed within 6 months the application
will be deemed withdrawn (refund of examination fee can be obtained)
Response to Search Opinion and “proceed further” invitation can be “late” filed using “Further
Processing” extension: fee payable)
- Search Opinion will normally request removal of any unsearched claims/subject-
matterfinventions
- Objections (A), (B) and {C) can be challenged in the response to the Search Opinion - if challenge
successful, additional searches will be carried out at no cost — removal of claims/subject-
V matter/inventions will then not be required
Response to “proceed further” invitation starts Examination Phase (provided response to
Search Opinion is also filed)
- If abjections (A), {(B) and (C) not challenged in the response to the Search Opinion, or challenge
Exam considered unsuccessful by EPO Examiner, the first examination report will require removal of any
unsearched claims/subject-matterfiinventions
Phase
- Objections (A), (B) and (C) can again be challenged in the response to the first examination report
(First examination report may start 24 month term for filing “voluntary” divisional applications)
(Mon-unity objection in first examination report starts 24 month term for filing “mandatory” divisional
v applications)

Identifying Amendments and Basis for Amendments

A new version of Rule 137 EPC will apply to European applications for which the EPO search report
or supplementary search report is drawn up on or after 1 April 2010. The new version means that
when amendments are filed they must be identified and their basis in the application as filed must be
indicated. Non-specific indications such as "see the description as filed" will generally not be
sufficient. If amendments are not identified, or their basis is not indicated, the EPO may set a 1-
month term for the applicant to identify them and indicate their basis. If the applicant does not do this

within the 1-month term, the application will be deemed withdrawn. (“Further Processing” extension
is possible: fee payable).




